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University of Washington and The Seattle Public Library: Trademark Workshop by 

the United States Patent and Trademark Office 

 

Jay Lyman: Good morning, everyone. Welcome to our program this morning. We are going to wait about 

one more minute because we have other folks joining us. We have quite an amazing program lined up this 

morning. So, we are excited to be here and I know you are, too. 

 

All right. I see a couple more people just joining. I guess we can get started. I will kick things off. My name 

is Jay Lyman and I'm a librarian at The Seattle Public Library, and I welcome you to our program here this 

morning on trademark searching and application filing. We will get into a lot of that real soon. Just a couple 

of housekeeping things: if you signed up today, you will get a copy of the slides afterwards. I will be 

emailing that to you, and you should have gotten an email from me, as well. You will be able to reply back 

to that at any point. I'm here to answer any questions you have or help you with any kind of follow-up at any 

point. I also want to mention that we are recording this, this morning so we can share the program with you 

afterward and you can rewind the parts you want to review and also, and so we can reach a wider audience 

with this information, too. We know there are others that couldn't attend and would benefit from this. So, in 

thinking about that, if you are asking questions -- we have a Q&A feature -- you might want to use an 

example, rather than your own personal situation. We want to protect your personal information. If you've 

got a question about something specific to your needs, maybe use an example that is similar, rather than your 

own specific situation. If you do have needs around a specific situation, around trademark or application 

filing, please reach out to me or Jennifer Fan, who you will hear from in a minute.   

 

We have some free legal consults coming up that will be happening throughout the next couple of months. 

We can help you out with getting in touch with somebody who can help you one-on-one, to answer more 

specific questions, if that is helpful for you. On that same note, I will be sharing, when I email you -- I will 

be sharing a link to other programs and services that The Seattle Public Library offers for small businesses or 

entrepreneurs, or folks that are getting started in their own business or growing their business. Some of those 

include workshops on marketing. We have a whole series of online marketing workshops that are happening 

next month. I will send you a link to those. They are free, also. They will cover everything from building a 

website to analyzing the traffic on that site and thinking strategically about marketing, and all kinds of great 

stuff. Those will be recorded, as well so if you can't attend, no worries. We will have those up here and I will 

shift my efforts into getting recordings up and public so folks can benefit from those. 

 

I think that is all I have, and I will turn things over to Jennifer. Thank you, Jennifer, for being here and for all 

of your work with the Entrepreneurial Law Clinic and the partnership we have. Professor Fan will introduce 

our speaker and thanks all, for being here and welcome. 
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Jennifer Fan: Thanks for the introduction. As Jay mentioned, I'm Jennifer Fan, a professor at the University 

of Washington School of Law and I also run the Entrepreneurial Law Clinic. For those seeking pro bono 

legal help, I encourage you to look at our website and you can email elcinfo@uw.edu and Jay will also 

include this information about the Entrepreneurial Law Clinic in emails after the program is over. Now, it's 

my great pleasure to introduce our speaker, Jason Lott, a USPTO attorney adviser for Trademark 

Educational Outreach. He specializes in helping small business owners understand trademarks and federal 

trademark registration processes through live presentations, creative videos, and other multimedia platforms. 

He has been with a USPTO since 2000, and served as an examining attorney, and as a recipient of the bronze 

medal award, the exceptional career award, multiple customer service awards, and the AIPLA Outstanding 

Trademark Examining Attorney Award. He earned his J.D. in 2000 from the Dickinson School of Law at 

The Pennsylvania State University and his B.A. magnum cum laude in 1997, from Kenyon College. He is 

practicing in Ohio and the District of Columbia. Thank you, Jason, for being with us today and with that, I 

will turn it over to you. 

 

Jason Lott: Sounds good and thanks, Jennifer. My name is Jason Lott and, as Jennifer said, I'm the attorney 

adviser for Trademark Educational Outreach at the US Patent and Trademark Office, which is an incredibly 

long way of saying that it is my job to teach you about trademarks: what they are and why they are important 

and how you can use a trademark to help you grow your business. Essentially, what we will do today is 

break it down into three sections. The first is to cover trademark basics and to make sure we are on the same 

page. Some of you might be experts on trademarks and some of you have never heard of trademarks before 

and maybe you have an okay understanding of it. We will make sure we are on the same page and then talk 

about how to search before you file, and then how to file with practical, hands-on demonstrations. This is 

what it will look like and we will hit those basics first and then talk about a couple of things like, why certain 

matters, a refusal that you could potentially get from the USPTO, and ways to avoid that. Then, we will 

actually go through some forms to see how they work.  

 

Let's talk about trademark basics. I like to have folks look at this: Interbrand is a private company doing 

trademark valuations and I don't exactly know how they do it, they have their own algorithm, but they put 

value on what a trademark is. If you look up here in the number one square, you can see Apple. You can see 

that Interbrand has valued Apple's trademark at $234 billion. That is billions with a B, and to me, that is 

insane, the fact that someone's logo or slogan or something like that could be worth hundreds of billions of 

dollars.  It has nothing to do with their computers and the iPhone 12 and what they make, it is just the value 

of their trademark, alone. If you look at these, they are the top 32 brands from 2019 and you can see how 

high those values are. Values are why trademarks are so is important to you, as a business owner. This slide 

really drives home what a trademark is. If I was to say Coca-Cola, what is the first thing you think of? Soft 
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drinks, right? If I say Nike, what do you think of? Shoes. BMW? Cars. Honda? Cars. Budweiser? Beer. 

Every time you see or hear a trademark, you're automatically tying it to particular goods and services. 

 

If we think about the legal definition of what a trademark actually is, it is any word, slogan, symbol, design 

or combination of these that does two things: it identifies the source of your goods and services and 

distinguishes them from the goods and services of another party. That is two things. It's not just a pretty 

picture or a fun slogan, it is always tied to goods and services. The example I like best is that back in the day 

when we could go to restaurants, you might go into a restaurant and sit down and the waiter says, “Can I 

bring you something to drink? What would you like?” You say, “I’ll have a Coke” and he says, “Is a Pepsi 

okay?” That is trademarks in action. It identifies the source of the particular goods, in this case, Pepsi. And it 

distinguishes them from the goods of another company, in this case, Coca-Cola. It is identifying the source 

and distinguishing the source. You want your trademark to do that, as a business owner: “This is me, my 

company making awesome stuff and doing awesome services, and I'm not that other guy. I'm not that 

competitor in the marketplace.” The other thing to understand about trademarks, is that there are two ways in 

the US to create rights, and the first is common law trademark rights, because there is no law or rule, 

whatsoever, that said you need to come to the USPTO to do anything with your trademark. You could, if you 

wanted to, rely on common law trademark rights, and I will talk about those in a second. If you want, you 

can do that, just rely on those rights. If you don't, and want additional protection, you can come to the 

USPTO to get federal trademark rights.  

 

Common law trademark rights are typically created under state law.  When you start to use a trademark in 

commerce in connection with your goods and services, you are creating common law trademark rights in that 

trademark. Sometimes, you will see a little TM or a little SM after it, the common-law indicators showing 

that you are the indicating source and saying, this is my trademark, my service mark. You are putting the 

public on notice that you intend to have this trademark be your trademark. The issue with common law 

trademark rights is they typically are limited only to a particular geographic area. Obviously, this has 

changed a lot because of the internet and people are doing lots of things all over.  

 

But traditionally, when you think about it, let's say that you are based in Seattle and you have your own little 

coffee roasting coffee cart and you take it to Pikes Market, or whatever. You are only doing your coffee 

kiosk at the market, right? Technically, you are not advertising anywhere else. Technically, your rights 

would only be in the Seattle area because that's where you are operating. If somebody on the other side of the 

country was doing this and using a trademark similar to yours, the fact that you do it in Seattle wouldn't have 

an impact on the person in New Jersey. So, potentially, you could both coexist in different places, but the 

problem would come when your coffee kiosk becomes so popular that you explode out through the US and 

you expand your business. Then, you could become in conflict with that guy in New Jersey. In that case, 

what we talk about is that you want to create federal trademark rights. They are created under federal law 
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when you register your trademark with us, with the US Patent and Trademark Office. You are no longer 

wanting to use it just in Seattle. You intend to use it throughout the US, and you file your application to get 

nationwide protection for your mark and your rights, if you are able to register, would be throughout the US 

and its territories. That is just USA, not international and technically, there is no such thing as an 

internationally protected trademark; you would have to go through the different countries to get protection 

around the world. You could tell the guy in New Jersey that he has to shut down his coffee cart because you 

are the original and have been using the trademark longest. 

 

Those are the important things to think about, in terms of trademark basics. Let's think about why searching 

matters, because that is why you are here today, to learn about trademark searching. One reason it matters is 

that not every trademark registers. Remember, there is no regulation, no law, that says you have to register 

with us. That means it is optional, and there might be a reason why your trademark could not be registered. 

And this blew my mind when I realized it was true: even if your trademark registers at our office, it might 

not be enforceable. You might spend all this time and effort to get your trademark registered and then some 

guy pops up and says, “I've been doing this since 1875 and have prior rights stronger than yours,” and all of 

a sudden, your registration is canceled because they can cancel your registration. You obviously want to 

avoid that and find a way to make sure your mark is both federally registrable and legally protectable. You 

want to be able to register with us to get nationwide protection, and when you have that registration you want 

to be able to protect it. 

 

One key strategy to help with that is avoiding likelihood of confusion, confusion between you and that guy 

in New Jersey also doing the coffee cart. Likelihood of confusion is a concept that breaks down this way: 

consumers are confused into thinking that your product or service is also coming from some other guy. If we 

think about things likely to cause confusion, it boils down to if the marks are similar and if the goods and 

services are related. That is the two-pronged task that we go through as examining attorneys at the USPTO. 

They go through that analysis when they figure out if you can register your trademark: they ask if the marks 

are similar and if the goods and services are related. One thing to keep in mind, we are not saying identical. 

They don't have to be identical and you don't have to have identical goods and services, they have to be 

similar and related. When we talk about similarity, do they have similar meanings, similar commercial 

impressions? For goods and services being related, does one company typically make both of these products? 

Or does one company typically provide both of these services? If so, the goods and services would probably 

be related. If we think about clothing companies, are pants and shirts identical? No. Are they related? Yes. 

One company typically makes both pants and shirts. Nike makes, in addition to shoes, pants and shirts and 

Levi makes pants and shirts. They are making pants, shirts, and probably making dresses and socks, hats and 

masks. Everybody is making everything when it comes to clothing, in a lot of cases. So that's what we talk 

about with regard to relatedness. That's the two-pronged test you need to do when you are doing your search, 
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and that is why searching matters. You want to find if anybody else has a same or similar mark for related 

goods and services.  

 

Now, we have a quick little pop quiz and that is where I would get a show of hands live but I want you to 

think about this.  I'm going to take you through the analysis, but I want you to be honest and you can put it in 

the chat if you want to, whether or not you think there is a likelihood of confusion in this case. You can if 

you want to, but you don't have to, no requirement. Let's walk through the analysis of whether there might be 

a likelihood of confusion here. If we first take the marks, are they similar? If I say the mark, X-SEED, which 

did I say [X-SEED for agricultural seed or EXCEED for live plants]? It could be the first one or the second 

one. Even though they are not spelled the same, or look the same, they do sound the same. When we do our 

two-part test, the two-pronged analysis, are the marks similar? Yes. They sound identical. The question then 

becomes, are the goods and services related?  Does the same company that makes agricultural seeds make 

live plants? Yeah, probably. If you go to Lowe's stores or Home Depot or your local garden center and you 

look around, probably the same company that makes live tomato plants has a packet of tomato seeds. 

Probably, I don't actually know, but probably. In this case, there probably would be a likelihood of confusion 

in the case because the marks are similar, and the goods and services are related.  

 

That is the analysis we are doing and the analysis you would need to do when you do what is known as a 

clearance search. You want to clear the area around your trademark to make sure nobody else is out there 

using the same or similar mark for related goods and services. We suggest that the way you do the clearance 

search is that you hit three big things.  It's tough for you, as an individual to do all these things, that is why 

we recommend you hire an attorney to help you along. But you can do these things and the first thing is we 

recommend that you look in the Trademark Electronic Search System called TESS and we will do that in a 

couple of minutes. It's our database of applied for and registered marks. You can see what others have 

applied for and registered. We also recommend that you check in state trademark databases. That is difficult 

because you have to go to every Secretary of State website for every state and look to see if they have a state 

trademark database and if they don't, they might have another database. But it's really tough to do and a great 

way if you want to gouge out your eyes.  

 

That would be one way to do it, working on that clearance search. It's pretty tough, so the other thing is to 

search the internet. Pop a trademark into Google or Yahoo or whatever your search engine of preference 

might be. We recommend that you put in different ones because they have different algorithms. You might 

want to look, and some search engines might not be around anymore, I understand that. You want to see 

what else is out there and if someone else is using the same or similar mark for similar goods or services. In 

the first and the third, put your mark in TESS and in Yahoo and Bing to see what else is out there. 
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Now, we will actually search in TESS. We are talking about what you want to do and need to do to look in 

our database. I will be the first to admit that our database has been around for a very long time, it was 

designed a very long time ago. Be prepared for more antiquated user interface than you may be used to. This 

is TESS, our Trademark Electronic Search System, and you can see three basic ways that you search in our 

system: a basic word mark search, and a structured and freeform word, and/or design mark search. We will 

hit all of those things, some of them more briefly than others. I want you to see how the basic word mark 

searching works. Before we can do that, one thing to think about -- because you are looking at word marks 

and the ability to search for designs -- is to think about your trademark and what it is you are going to try to 

register with us. We will talk more about this when we talk about filling out the form. You need to choose if 

you want to register your mark as a word mark or as a special form mark. It could be a design mark or a 

composite mark. If we look at our examples, we are looking at Coca-Cola and it could be that you register 

just the wording alone, with an incredibly broad scope of protection. Coca-Cola has registered the words, 

Coca-Cola. You can do a search to see if there are other Coca-Cola marks or what your version of the 

trademark is, or what your version of the trademark is not: the size or style, the font or color, anything like 

that. You can search for just the word, and if you are trying to register it in a way like Coca-Cola has their 

script or if you search for a design mark, you can have a combination in the design and you would be using 

those second and third options here, these two right here. But it is really up to you. As I said, there is no 

requirement that you register your mark with us, and it is always up to you what you want to protect and 

what version you want to protect. Is the wording the most important? You might want to register a word 

mark. If the design is integral, you might want to register a design mark, a special form mark. The choice is 

always up to you. 

 

 Let's talk about how to search in our database. One thing you could do is what is known as a dead-on search. 

When you start out, this is easiest because you just want to see if anything else is out there. I'm going to pull 

up -- the quick way to do it -- in TESS, we will go in and I will bump this up a little bit to make sure you can 

read everything. What you can do is just type in the word. If you just want to see what words are out there, 

we will just do something that will give us a ton of results. We will search for “Organic” and you can see it is 

inside little quotation marks. Notice that I have the plural and singular checked, which is what I recommend. 

You want to see if somebody has “Organics,” you will want to find that: it is potentially confusing, which 

means your mark could get blocked, so I always have plural and singular checked. In this case, we will go 

with live because dead trademarks typically don't matter. We can get into specifics, if we have time. For our 

purposes, we will look at live trademarks. We do a query and then you come back, and this is what TESS 

gives you. 

 

You have all of these marks.  We have over 3800 trademarks. “This has organic and what are they doing? 

Fruit? I’ve got fruit, this could potentially be an issue.” So, you go through our database and look for a same 

or similar mark for related goods and services, and that is what your analysis will be, looking through same 
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or similar marks and related goods and services. You would go through and look at every document and 

every listing that comes back, just kind of going through that way. 

 

Well, that is only going to get you marks that include just “organic.” What if the mark was spelled a little bit 

differently? You might want to add what is known as “truncation.” You might want to look -- and you can 

use these truncation operators -- to see if the mark was different. It might have four or five O's at the 

beginning, and you are doing the same thing. You can add these. The $ and the question mark, they are 

useful, but the thing that is most useful is the asterisk. We always recommend that you put the asterisk at the 

beginning and the end of your search. Instead of quotation marks, you will add an asterisk. Let’s do that and 

see if there is a big change, in terms of what we have. Here, we had 3871. Let's see what happens when we 

put the quotes around it. Maybe nothing. Who knows? Wow. We added about 200 more. Somewhere out 

there, there are marks that have something different at the beginning of organic or at the end of organic. We 

probably didn't see Organica before. We were only getting organic or organics and we were not picking up 

Organica. You want to look at that and find it.  That is one thing you can do to improve your search, to help 

find more things. 

 

The other thing is to look for what is known as pattern matching. If the mark was organic with a bunch of 

letter A's in the middle, or spelled organic with a K and not a C, or two Rs, or an H in it, you want to find 

those. Spelled strangely, it might go against your organic mark. Are they using it for related goods and 

services? You would use pattern matching, and you can use these different operators. When I was an 

examining attorney, I was not using A and C or even these. Typically, I was mainly using the V-vowels. You 

want to find the different ways because sometimes, vowels sound the same and you want to find those. You 

can use this, a curly bracket, {V0:2}. It looks for every instance where there are 0-2 vowels. There might not 

be any or there might be two. There might be 1 to 4, whatever you want, as long as it goes up in order and 

the system will search for that number of vowels or alphabet characters or consonants or digits or that sort of 

thing. To look for a particular letter, just put it in quotes. It will look for 0-2 instances of E and if you want to 

look for marks spelled organic with a K at the end or a Q at the end or X, sounding the same, you would 

probably cite that. You would want to look for that and you would pattern match and put curly brackets, the 

little quotation and then all the letters you want to search inside it and then close it out. Therefore, that would 

look for all of those letters. Let's see what that would look like. This is a potential search strategy where you 

would find all of these different spellings of the word, organic. Let's take a look and see what we might find. 

It might be that we don't really find anything. 

 

You will notice I didn't put an O at the beginning. I'm sure most if you have already guessed why that is. It's 

because we have the little asterisk at the beginning. That asterisk means it is looking for every single thing to 

that side of organic. It will look for Os and OOOs and any letter, whatsoever, that comes before it. You don't 

have to type it in, and you will find it. If your mark is organic and they don't have O at the beginning, you 
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would want to find it, and this will help you. That is what we are looking for. Anything to the left and then 

maybe it has a vowel or doesn't. Silicon Valley, lot of apps don't have vowels and they are all consonants. 

Maybe that is a thing. Maybe there will be NN or no vowels. Then, we have the pattern matching at the end. 

We have 4000. Let's see what we've got. Wow. In this case, almost 15,000 records. Now, that will be 

something crazy to look through on your own and we will talk about different ways to knock that down, so 

you aren’t looking through 15,000 different records. But let’s see -- maybe we can scroll and find a crazy 

one we picked up. Look, we have this one we picked up. Joli Organix and we would not have found that 

before. That is good to know. As you can see -- look -- Organiclee. We are finding everything to the right of 

the word. Okay, Treez Organics. We might not have found that before. This is the search strategy you are 

creating. I will show you why. Let's say your mark is “Flex” and if you just did the dead-on search, you 

wouldn't find the others. You would want to find those because they could potentially be cited against yours. 

You would do this crazy pattern matching to find out what is out there. Now, you don't have to just do one 

search. You can start off with a dead-on search and add a little thing and then go crazy or go the other way 

and start really broad and narrow it down. You can pick and choose. When we use the other types of 

searches, there are ways to clarify the goods and services. If you know you are only doing a particular thing, 

you can only look for goods and services related to that, and not find 15,000 records. I'm going to stop here 

and take a break, then you can ask questions. It is more art than science, so stick with me. 

 

Now we are going to look into design marks searching, because sometimes people have designs that they 

want to register. Unfortunately, we are not like Google images. It's a user interface and we don't have the 

capability to search by picture. The USPTO has a six-digit design code created to give to every design mark 

coming in, a design element. It might have one or a bunch, depends on how complex the image is. These 

codes are great because it allows you to search broadly and narrowly. For example, if you had a mark that 

involved some sort of animal and you wanted to search to see if there were other marks with animals in 

them, you could search in TESS using this: 03, because that’s the code for animals, and then question marks, 

and put it in the design code search field to get you all the animals in our database. If you wanted to narrow 

that down to animals that only have four legs and look like a horse, you could narrow it down and do 0305 

and that would get you horses, donkeys and zebras, and if you only wanted zebras, you could use the design 

code for zebras.  

 

You will look at our design search code manual and that is this. As you can see, it's all broken down by these 

types of numbers. Animals are 03 and humans are 02. Stuff you find in the sky will be 01 and things like 

that. Let's see, plants and bushes -- trees and bushes would look like this. Christmas trees -- you would have 

to be aware of be aware of these things. If you only wanted palm trees, you would do 050103. Stumps would 

be 050106 and all that stuff. It allows you to get really granular, and types of the designs you are looking for 

and really broad, in terms of what those designs are. Let's do a quick example, let’s call it “Zebrastar.” If this 

is your trademark, we will call it the zebra star and now we are looking at our two elements. You will want 
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to see if anybody else is out there using a trademark that has a zebra, a star, or variation of that, for whatever 

goods and services you are doing. Add limes and lemons? You want to see if anybody else is doing Zebrastar 

stuff for fruits and vegetables. You would need to search for 010103 to find the stars, five-point stars and 

you want to do 030503 to look for zebras. Let's see what happens when we look at the database.  We will 

come here to TESS and to search designs, you would need to use one of these two, the word and/or design 

mark search. You will see mark search. You will see the link to the manual, and you can look it up. This one 

only allows you to search two terms. Here, we have 010503. You would hit design code and then you want 

to click “and” to see how many have these five-point stars, 030503? Honestly, I don't have the design 

manual memorized. You would be looking to see if there are any -- I think I have these numbers right -- any 

marks that show up with these things. It looks like not and that is kind of good. Let’s look and see how many 

have five-point stars and how many have zebras. This will pull it up. You can look to see. This one has this 

sort of -- maybe I did it wrong. Did I do it wrong? 010103. Got it. Now, who is to say they will actually be 

stars and zebras. Okay, good. Here we go. This one has a star and some sort of zebra or horse or animal. You 

would look to see if it looks like yours. “Not exactly. I've got organic lemons and limes and what are they 

doing here? Education, entertainment here? Education, entertainment for children?”  You can look to the 

next one. This one is canceled and doesn't really matter and the next one, not exactly. This one looks like it is 

abandoned. You would just go through and look to see. I'm not saying if you tried to register Zebrastar that 

you would get registered. This is just an example and doesn't mean it is actually registrable. I want to be 

clear about that. This is the search for how many have zebras and stars and if they are doing what I'm doing. 

do they have organic lemons and limes and fruits and vegetables or whatever related objects might be? That 

is how you would do that sort of search, to find if there are any out there with zebras and stars in them. 

 

If it was also organic, what would you do? You would need to find a way to search. So, from TESS and then 

home, we were doing a structure allowing you to search two fields, but you might want to search more than 

that. You can go into the freeform, when you’re getting better at being able to do this, and you might do 

something like -- what did I spell wrong? Okay. So, this is going to look for our five-point star, our zebra and 

organic, right? Maybe I have to do this. Maybe there is nothing there. Or maybe I've written it wrong. That is 

always a possibility. Our internal system is a little different than this and it's quite possible.  Let me show 

you. So, this is going to bring you marks that have organic and this was the star, right? You can just go 

through. I guess it was the star. Looking to find stuff that has organic and a star in it. You would go through 

the database to see if these look anything like mine. If not, I might be okay. That is how we search for this. 

You can combine various elements. 

 

If you just want to do a broad search, you could just look for the star, the zebra, or organic alone. You could 

bring it together, as we did, searching for the word organic plus the zebra or organic plus the star and see 

what is out there. Or you can do all three together. Sorry I was unable to show you how to do all three 

together, but you get the general idea. 
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So, those are the various ways to search in TESS. Let me run you through the principles. We can go with the 

funnel down approach, or a pyramid approach. We start with the dead-on search and then you add in the 

truncation and pattern matching. You can search words alone or together or they may have similar meanings. 

If your mark is zebra house, would zebra home be a potential cite? Maybe. House and home have similar 

meanings. You could do a search for the house or the home. Also, you might want to search for a pictorial 

equivalent, instead of just searching for a star design, you might want to search the word “star” or search the 

word “zebra” and you might find, wow, there is the word zebra over a star, and they are doing organic 

lemons and limes, or what you are doing. That is a potential problem because they could create a similar 

commercial impression of Zebrastar and you are both doing fruits. You want to look for that stuff, as well 

and look for acronyms and what they stand for. ASAP might not be a registrable trademark, but you might 

want to look for “as soon as possible” because somebody might have registered that. That is the stuff you 

would want to do. 

 

Keep in mind that nothing I've said today constitutes legal advice. I'm not allowed to give legal advice and 

no one at the USPTO is allowed to give legal advice. I always say I can’t give you legal advice because I 

can’t represent you because I represent Uncle Sam. He is my client, and I can't represent you and give you 

legal advice. Obviously, this is just for information. I was only trying to show you the mechanics of 

searching, not necessarily what to search, or showing you all of the best ways to do a search. I wanted you to 

have a basic idea of some of the tools and this is searching in our database, it is not a full clearance search. 

You would want to search on the internet or search the state trademark databases or business name databases 

or something like that. 

 

We recommend that you talk to an attorney or sign-up for the clinic, if you are able to. Somebody can help 

you out with a lot of this stuff.  Okay. Let us take a really quick break and if there are questions that have 

come in that have to do with TESS, let's do those now before we jump into TEAS. Does that sound like a 

good plan?  

 

 Jay Lyman: We've got a lot a lot of great questions coming in and some are answered in the Q&A. Some of 

those just watched the Q&A for your reply. Keep them coming, too.  

 

One -- there was so much detail -- a lot of the really specific nomenclature and things. You know, how does 

one kind of prioritize what to search? You went through it at the very end, but it seems to me that at the end 

of the day, you are trying to do due diligence into what is out there, either because you are trying to find out 

if somebody is infringing upon your rights, or if somebody is -- if you're wanting to use a mark. How does 

one decide how detailed do I get and how far do I go with all of that? 
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Jason Lott: Sure. That is a great question and a lot of it depends on what your trademark is and what it is 

that you are trying to register. The other element we don't have time to talk about today has to do with the 

strength of the trademark. We often talk about the trademark being on a continuum or a gauge of weak to 

strong. Strong trademarks are often fanciful and arbitrary, words made up like Exxon or Kodak or things like 

that with no meaning anywhere. But now we know what they are because every time we hear them, we 

think, Xerox, I know what that is, Polaroid, I know what that is. I'm naming companies that might have been 

famous in the 1970s and 1980s. So those are strong. Something that would be weaker is a descriptive mark. 

If you are providing coffee services and it's like The Brewing Company or something like that, that is not a 

very strong trademark because it is descriptive of what you are and what you are doing. 

 

If it was Jay's Brewing Company and you had your own coffee cart and were trying to prioritize what to 

search when you are in TESS, think about your mark or those elements and how strong they are. Is Jay a 

fanciful or arbitrary term? Yeah. Not fanciful, because it's not made up, but it is arbitrary because it’s a word 

that people know but doesn't necessarily have anything to do with your goods or services. So, you might 

want to search “Jay.” But what about Brewing Company? That is descriptive but generic for a company that 

does coffee brewing. Is it as important that you search for Brewing Company? Maybe not as much. There 

will be a ton of people out there that are coffee brewing companies that are already doing it as descriptive, so 

it will be disclaimed from your trademark registration, anyway. It doesn't have a big scope of protection. If 

you need to think about where you would start, start with the most important part of your mark, the strongest 

part of your mark and look to see what else is out there. You might want to start that way, and then you can 

layer in more descriptive words or something like that. Let's see what Jay is like with brewing or with beans 

or whatever it is. You can play around with it that way, but you absolutely want to make sure you prioritize 

things most important about your mark.  

 

With organics, which won't be a very strong trademark because it is descriptive, if it’s not generic for 

organic foods, and if it's conventional, you won't be able to register. You want to avoid those when you do 

your analysis, because you are just going to get 15,000 hits. In the end, it's probably not somethingcited 

against you. You want to focus on the strongest parts of your trademark and then, as you come down the 

funnel, layer in to see what is out there. 

 

That was a long way of answering your question and I hope that wasn't too much.  

 

Jay Lyman: No, it's awesome. 

 

Jason Lott: Right. In the end, the examining attorney assigned to your application is going to be doing the 

exact same search. If the examining attorney can find a mark in our database that will cause confusion with 

yours, you will find it, too, and you can find it before you apply and before you spend your time and money 
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filling out the application. There is no refund. If there is a refusal, it's not like you get your money back. You 

would want to do this in advance, and you see where people will submit an application and if it is a hit in the 

database. Somebody is doing Jay's Brewing for a coffee kiosk. The in guy in New Jersey, you know, they 

would need a new mark. 

 

Jay Lyman: That is helpful to put it in perspective. What other questions before we move into TEAS?  

When you talk about the brand values at the beginning, is there a process by which a designer could make 

money based on the strength or uniqueness of the brands they create? If I'm a designer company and 

designed the coke bottle, can I capitalize on some of that value that I've added? Or is that not how it works? 

 

 Jason Lott: I don't actually know. It's not necessarily my area but I remember hearing that the person who 

designed the Nike swoosh -- because in some ways it is a stylized checkmark -- originally it was designed 

for a small amount of money. Nike initially just said, “Thank you so much,” but the designer was eventually 

cut into something, some part of the profits. It would be up to the designer and the company. If you are the 

designer and you are working with a startup and you say you are happy to develop the logo and the 

compensation is free except for 1% of the company, I'm sure that is a contract and I don't know if the 

company would sign it, but you could say, “I will design for free, but I want a cut.” It happens in the 

entertainment industry. Somebody works for cheap, but they want 2% of the backend. I'm not actually sure, 

just kind of speculating. 

 

Jay Lyman: Cool. I thought that was a really interesting question. There are more questions coming in, but 

maybe we move on for time's sake and we will continue to monitor. We have folks monitoring the chat to 

answer questions, too. Keep them coming and we will have another pause for questions later, too. 

 

 Jason Lott: Absolutely.  We will jump into TEAS and I will be happy to answer any TESS or TEAS 

questions afterward. Let's talk about TEAS. You have done your search and you think you are ready to 

apply, and you want to know how to do that.  You did the clearance search and should be good to go, but one 

thing to keep in mind is you have to use our Trademark Electronic Application System, called TEAS. It has a 

bunch of different forms and we will be focusing on initial application forms. Keep in mind that it used to be 

we allowed you to file on paper, but you pretty much can't anymore. It's mandatory electronic and there are 

rare exceptions but for the most part, you will file online, and you will file for less money. You don't have to 

pay as much as the paper applications.  

 

We always recommend that you take a look at the new TEAS filing checklist. I believe that Ken has a PDF 

copy but along with this presentation I will be emailing along a copy of the pre-filing checklist, a two-page 

document that you can print out or keep on your desktop, whatever, and it can help you with things to figure 
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out before you fill out the TEAS form. It will be provided if you don't already have one. Let's talk through 

the four things that are on here. 

 

The first thing is to determine your mark type.  Remember when we were in the TESS section, I talked about 

the Coca-Cola mark, just Coca-Cola, alone or stylized or as a composite mark or just the Coke bottle. That is 

determining your mark type, or the version, or your mark flavor.  It is really up to you what you want to do. 

Small business owners who don't have a lot of money that they can put in, will choose a standard character 

mark because that gives you the broader scope to protect your word and when you fill out the form, you will 

have the option to click the standard character mark or choose a special form mark. You will need to keep 

this in mind, have it handy on your desktop. 

 

You will want to have worked to figure out your goods and services, because every trademark is tied to 

goods and services. What are the goods and services you provide with your trademark? You need to identify 

those in your application, so you will want to have that handy, so you don't have to monkey around with it 

when you fill out the form. You will already know you are doing T-shirts, hats or jackets or whatever it 

happens to be. You will want to know those in advance, and you want to know your filing basis.  

 

It can feel confusing, but I will break it out really quick.  There are four different filing bases, but what I 

want you to focus on are section 1A and section 1B. Section 1A is use in commerce, and that means you can 

use your trademark across state lines or in another country when you're selling your stuff to folks in Canada 

or providing services to folks in Mexico or whatever it happens to be out of the country or across state lines. 

That is use in commerce. To register your trademark with our office, you have to be using your mark in 

interstate commerce.  You have to be. It can't be like, “I just kind of wanted to -- I have this thing I wanted to 

protect, or whatever. I just want to reserve it.” Nope. To actually use the trademark symbol, you have to use 

it in interstate commerce. To apply, however, you can have that bona fide intent to use. It could be, “Well, 

I'm not using it across state lines yet, just brewing my coffee here in Seattle but I think I will be expanding 

into Oregon within the next year or so.” Well, you could file under a section 1B “intent to use” basis and say 

you have a bona fide intent to use the mark in interstate commerce within the next three to four years. You 

will want to know that in advance because that will affect the things you include in your application. 

 

If you file under section 1A, “use in commerce” basis, you need a specimen, an example of how you are 

using your mark in commerce. For goods, it might be a label or hangtag attached to the good, and if it is 

services, like an online retail store, it could be a screenshot of your website along with a URL and the date 

you accessed it and things like that. Have a JPEG or PDF on your desktop, loaded and ready to go. 

 

You can also choose your application form. We have two versions of this; we have the standard and we have 

TEAS Plus, and we always recommend that folks file using TEAS Plus, forcing you to do more things up 
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front but in exchange for that, you get a lower filing fee. I will show you TEAS Plus because often it is the 

best choice, but it’s always up to you which form you use. You can access it from our website, with our 

application form. You can access it in TEAS, and we will pull that up. 

 

Our forms have been around a while and we are working on updating them and that is always a process and 

we are in the middle of doing that. They will become more and more user-friendly. We are aware that these 

aren't the most modern forms, but we are working on it. 

 

When you fill out the TEAS Plus application, you get the reduced filing fee of $225 for class, and we can 

talk about class in a second. If you want to, you can choose the standard application, for a slightly higher 

filing fee. TEAS Plus requires that you comply with various requirements and you will see them with a little 

red asterisk. 

 

Second question here: is an attorney filling out the application? If you are domiciled in the US, if you are an 

individual who owns the trademark and your domicile is in the US, you do not have to have an attorney. If 

you are a business and your principal place of business is in the US, you do not need an attorney. But, if you 

are domiciled outside the US or its territories, you must be represented by an attorney. In the US, you do not 

have to have one. We always recommend it, but you do not have to have one. In this case, we would click 

no, an attorney is not filling out the application. We then give you a link to our trademark basics to learn 

more if you want, and then you would click continue. 

 

You would begin to fill out the first page of the form. You will notice we have a couple of videos and this is 

our trademark information network, which I use to call our fake news channel, but you can't call something 

fake news anymore. It is our news broadcast style video series, and you will see me as a “newscaster” and 

we also have a 20-part video that goes through trademarks from beginning to end, and there is one all about 

applicants. We have our TEAS nuts-and-bolts applicant information video, a one- or two-minute video on 

filling out this page. But you guys are getting me, and so we are doing it live. 

 

What you would do is fill out this information with the owner of the trademark. Keep in mind that the owner 

of the trademark is not necessarily the name of the person filling out the form.  If you, as an individual, own 

the trademark, you would put your name in here. If you have a company or corporation or whatever, then 

you would put in “Coffee Brewers Inc”, whatever the name of your company. You would put that in as your 

company and click corporation and then you would come down here and you would say, based in 

Washington. That is how you would feel it out if you had a company that was the owner of the trademark. If 

it is you, then you would click on individual and the form will have you select your citizenship. For each of 

these different things, you would fill it out, depending on who the owner of the trademark is. You would fill 
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out your mailing address is. It doesn't really matter. We will just put it right here and then put it here as a 

test. You always need to include your email address and that is how you would fill out the very first page. 

 

There is this option for “add owner.” That is there because sometimes there are situations where more than 

one person owns the trademark. If you and your partner are co-owners of the trademark, both developed it 

together and run the business together, if you are not a distinct legal entity that you formed as an LLC or 

corporation, you would fill out the first page for the first owner and then click to add owner and then fill out 

this page for Jane Doe and fill it out in the same way and then go through. You would both be co-owners of 

the application. For the ease of things, we will remove that and keep it as Joe is the owner here. Then, you 

click continue to move to the next page and you would fill out this information about your mark type. 

 

As you can see here, “standard character,” just the wording alone, “Jay's Brewing Company,” if you wanted 

to register that, you would just type that in the box here. That is all you have to do. If you are registering the 

standard character mark, that is all you have to include. 

 

If you wanted to include not just the wording, but what was really important to you was what it looked like, 

then you would click “special form” and you would get all this other stuff and you would choose a file. This 

is where we have our JPEG. Let's say it is this guy. So, let's say our mark was T. Markey. You would attach 

it, that little JPEG and then you would type in the in the literal element like that. Then you would have to 

include the colors, the colors are orange, blue, and black. This is an incredibly confusing part of the form; 

you don’t have to use it unless the form kicks it back and says “Hey, there’s a problem with your mark, is it 

in color or not?” You put the colors in that appear in your trademark and then down here you include a 

description.  It includes the word “T. Markey” in orange and then outlined in blue and black. You would then 

describe what the mark looks like. It can be pretty basic and doesn't have to be super complex, but you want 

to accurately describe what that mark looks like and then you would fill that out and that is how you would 

fill it out if you were registering a special form. Your stylized, your composite and your design marks and 

things like that. If it was in black and white, you wouldn't include colors. You could just say, “I did this 

wrong. This is a better description. It consists of the words ‘T. Markey’ in stylized font and outlined in 

black.” We are talking about it being in stylized font. If it wasn’t stylized and just black and white, you 

would chop out the colors and have the description as “T. Markey in stylized font.” 

 

One of the benefits of applying for a mark in black and white as opposed to color is that when you apply for 

a mark in color, you lock in your trademark in those colors. For the life of your trademark registration, your 

protection will be for orange, blue and black. If later on, John Doe wanted to use it in purple and orange and 

green, technically, the registration would not cover it because it is just registered here in color. So, a good 

option is to register your special form marks in black and white that says, “USPTO, I'm not claiming a 
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particular color” and that way, you can put it in whatever color you want, always an option. You don't have 

to do it in color. You can do it in black and white if you want to. 

 

That is how we would fill out the page if we had a special form and you would also check in the additional 

statements section because you are filing under TEAS Plus which has certain requirements marked with a 

red asterisk, and you would just go through and check out these additional statements to see if there are any 

that apply to you. If it has an asterisk, you will absolutely want to check it. We don't have any here that really 

apply to our situation.  If your mark was “Siesta”, you might need to include a translation of siesta or 

whatever it happens to be, if your mark is in another language. If your mark appears in the Chinese 

characters or Korean or Japanese, whatever it happens to be -- some non-Western writing, you would say it 

translates to blah, blah, blah and this means blah, blah, blah in English and you would fill it out that way. 

 

Time to give you a quick look at these statements you would want to check out. The disclaimer, for a 

descriptive or generic wording, it might be required sometimes, but you just want to check and see if any of 

these are applicable to your case. If they are not applicable, you don’t have to do anything and can uncheck 

here and move ahead in the form. 

 

So, now, we have our applicant information and our mark information. Now, we need to include our goods 

and services information. You can pull the goods and services out of the ID manual. In this case, you are 

using T. Markey as a brand for T-shirts. You could technically just do shirts and click go. This will come 

with all the acceptable wordings from the ID manual including the word, “shirts”. I have shirts, this is what I 

want, so I would click here. You don't have to click all of these different things, even if you are doing T-

shirts.  You could have a broader category, as long as it is in the manual. You don't have to be super specific, 

leather shirts, collared shirts, athletic -- you don't have to do that. If you have shirts covering what you are 

doing, you can click shirts and you are okay. 

 

You’ll notice the international class is listed as class 25 and let me do a footnote to explain about classes 

because it affects what the price is going to be. All the goods and services by international agreement are 

divided up into 45 different international classes. That means different countries have said, okay, shirts go in 

25 and chemicals in this and electronics go in 9 and entertainment services are 41 and that sort of thing. 

Everything is divided into classes of goods and services and your filing fee is based on the international 

classes in the application. Here, you just have one because you are just doing T-shirts and that is all you 

would have to worry about, in terms of price. We will get to that in a second. You would insert the checked 

entries here, great, I have shirts.  Now, it's time for me to assign a filing basis. 

 

So, come down here, see there are different bases. You might have a foreign registration, and you can ignore 

the 44s, in this case, you are using your mark in interstate commerce and you will click section 1A, use in 
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commerce and you will need to add a specimen. Remember, I talked about that you would need to have one 

of these loaded up on your desktop?  Let me find a good one for you guys. It's not the best one, but we will 

do this. I've attached a T-shirt label, chosen the file, and we will take a quick look. This is mocked up. Please 

do not submit a mocked-up specimen. You can see we have a hanging tag for a T-shirt that shows it. I just 

want you to see what we are kind of talking about. Anyway, you would attach your specimen here. You've 

attached it, great. It's been uploaded and click return to form and you can see there is one file attached. You 

would describe it and you would say hangtag or T-shirt hangtag attached to the goods. Then, you would 

include the date you first used the mark anywhere and the first date in commerce. If you first use it January 

of this year, you would type that in. There was also the first day you sold across state lines. You would put in 

that date, as well and then you would assign the filing basis. You can see you have the shirts and the 

assigned filing basis. Great. Now, you can continue and that's how you would add goods and services. 

 

You have the marks, the goods and services, the filing basis and now, we want to make sure we can contact 

you, and this is all required. So, we have the primary email address, and, in this case, we've put it in for 

test.com. You can add email addresses and then courtesy emails will go out to those as well. You can see we 

had one class, class 25, and I owe $225, great. If I was registering for T-shirts and an online store featuring 

T-shirts, it would be two classes, class 25 for shirts and 35 for the online retail store services. Two classes 

would mean it would be $450, you would see that here. So that is the fee information, and you would scroll 

down, and this is already self-selected here, this radio button, for signing the declaration. This is the quickest 

and easiest way to do it, with an electronic signature, it just means that you’re putting your name or 

something between forward slashes. Nice and easy and then you would click “Yes, I've read these statements 

with regard to basis and I understand what I'm filing. I'm not doing anything wrong. I believe it to be true.” 

You can do John Doe and you are signing it today, the 28th, and then you put your name in, John Doe, then 

your position, the owner. Then you put in your phone number. Then you would validate to make sure 

everything is correct.  

 

And then you come to the validation page and double check everything is correct, like you might want to 

check to show what the actual application will look like. My mark was this T. Markey logo. The colors are 

orange, blue and black. This is me; my mailing address and I am an individual and selling T-shirts, this is 

when I first started using it anywhere and in commerce, my specimen, the T-shirt hangtag. Here's my 

electronic signature, great. You can go back and check to see if this is what the mark looks like. Same with 

my specimen. You can pull that up and you would be doing a better specimen, not what I included. 

 

Then step two, checking your email addresses, and here’s really the only chance you have to save your form. 

A lot of modern forms save in the middle of filling out the thing. This is not there yet. But, if you wanted to, 

you could save the form and you could come down to save a copy, saving an XML and you can load it up 

later. If you wanted to save it now, you could. 
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You are reading these things and checking the checkbox and now, you are ready to file electronically. And 

you would come here to pay/submit. You can pay via credit card, debit card, electronic funds transfer. Then 

success, and then you are done. And that is how you actually would fill out the form itself. 

 

There are a lot of things that can be complex about that, also things that are simple, and we recommend you 

might want some help and here are ways to find it. We recommend that you hire an attorney, even if not 

required, because of being a former domiciled applicant. The attorney can help, too, with that pre-application 

clearance search because they’re looking in TESS and state trademark databases, on Google and Bing. They 

can help you with that and can help you interpret search results because sometimes you don't know if those 

things are related. Are those marks really similar? Does the same company that makes this also make that? I 

don't know. But the attorney can help you with that and help you fill out the form and advise you on the 

scope of your rights when the mark registers, and they can help you police and enforce your rights. You 

might hear about cease-and-desist letters and an attorney can help you along that path. 

 

We also have lots of free information about finding an attorney along with other free information on the 

website, but we cannot recommend an attorney for you. We do recommend that you look at these various 

places like the state bar association, and we recommend free and reduced-price legal services. You might 

want to check out the Trademark Association Pro Bono Clearinghouse, this is pretty new, and they do take 

on low-income individuals and nonprofit and charitable organizations. If you have a low operating budget, 

they can help you, potentially, with your trademark application, and we recommend the amazing law school 

clinic which includes a lot of great programs and some of whom are on the call right now. Jennifer can talk 

to you more, perhaps, about the law clinic. The law school clinic is great, and this allows a law student and 

an attorney to work with you for free, in order to help you with the registration of your trademark and also, 

some of them work on patents. That is another resource you might want to check out and I'm sure Jennifer 

can talk more about it. 

 

All right. So, we’re going to another questions portion and I'm happy to take any that any that come along.  

 

Jay Lyman: That is awesome. You covered so much ground in that. My mind is blown. I'm glad we 

recorded this, so I can go back and listen to some of those specific sections again to get the nuances and 

things. That is awesome. 

 

Jason Lott: Also, check out the TEAS nuts and bolts videos. Those are those little one to two-minute things 

if you haven’t already seen them. We can’t go super in-depth, you know, because it is one or two minutes, 

but we try to help get into a little bit of the nitty-gritty. I can show you where you can find those on our 

website. We have a trademark videos page, and these things break down chronologically based on where you 
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are. If you are in the middle of your application, here is our TEAS nuts-and-bolts series and it has them by 

page.  You click the thing, and you can watch everything inside the website.  

 

 Jay Lyman: Very cool. One question that I really like and would love to hear from you on is, is it better to 

start doing the filing before starting to use it? If you are already using a word, a logo or phrase in commerce, 

is it better to go through the whole process first? 

 

Jason Lott: That is a question I cannot answer because that will tread too much into legal advice, but it is 

really a business decision based on where you are and what you are doing. One thing I will say, trademark 

rights are based on use, okay? Remember, talking about the beginning of the presentation, you could have a 

registration for a trademark, and somebody could say, I've already been using this for 100 years and they file 

a cancellation proceeding that cancels your registration. Use rights are incredibly powerful. It's going to be 

up to you and depending on where you are, how competitive your market is.  You don't want anybody 

knowing what you’re doing until the last minute or you might launch everything on the same day. 

 

I would not be the best person to answer and it will come down to your particular business situation. It might 

be that you want to get through the application process, even though you are not using it because you might 

want to be able to write that cease-and-desist letter and say, “I've already applied for registration,” and that 

sort of thing as a way to preempt other people you think might be infringing on your mark. There’s a 

difference between “I'm already using it in commerce, but the form is easier to fill out if I fill it out under 

intent use because I don't have to include a specimen, maybe I should do that just to get it in there?”  Well, 

one thing to think about is if you do that, it might cost more money. Remember, in order to register it has to 

be use in commerce. So, if you file intent to use, you will have to eventually amend your application to make 

it a use-base application, and there is a form you have to fill out that costs money and you would have to pay 

that additional money. It could be more expensive for you. You might want to go easy, but sometimes it 

makes more sense if you are using it in commerce, to file under use in commerce, you know? But it’s up to 

you. If you have money to burn, more power to you. 

 

Jay Lyman: That brings up the next question I wanted to highlight. I’m going to anonymize this because 

they shared a few details but if somebody does register a trademark, let's say in the year 2000 or something 

like that – when will they receive information that they need to renew that? Would they get something like 

that five or seven years later where they would need to pay another filing fee? 

 

 Jason Lott: We didn't used to send the courtesy email reminders. I believe we are, now. You should be 

getting a reminder that it is time for you to file. Between the fifth and sixth year, file section eight and 

between ninth and tenth year and then every ten years thereafter your combined section eight and nine. 
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Jay Lyman: In today's world of scams and fraud and things, how does one make sure it is actually the 

USPTO? 

 

Jason Lott: A terrible question that you actually have to ask. So, let me tell you two things. On our website, 

we now have a “Caution: misleading notices” message because this is a real problem. When you submit your 

application, it becomes public record and that means there are companies that can scrape our database and 

get your information and then mail you stuff. Sometimes they are legitimate solicitations: “Hey, I’m a lawyer 

and if you need help, let me know” but sometimes, they are misleading. We have a video about that.  These 

are some of the solicitations people have received over the years and they've sent us copies. As you can see, 

they are things like they call themselves the Patent and Trademark Office.  People call themselves the US 

Trademark Maintenance Service or Trademark Registration Office and it really sounds like the office, right? 

People are using these names and they are sometimes based in Alexandria, Virginia, where our headquarters 

actually is. They are trying to trick you into paying for things you don't need money for. You might get one 

of these from these companies, like this one, to see what that looks like. You might get something like this 

scary, “pending trademark cancellation, $870” or all these sorts of things. 

 

If you get one of these and you are really worried that this actually is coming from the USPTO and you have 

to pay these things, you can email tmscams@uspto.gov. The other thing -- and this is what we recommend -- 

you can come to the Trademark Status and Document Retrieval system, the TSDR and type in your serial 

number. I'm just going to make one up right now because, I don’t know -- and I apologize if this is you but 

here’s this mark, you can check out TSDR and put in your eight-digit application number or registration 

number, if you have it. Look into documents and anything in your application that comes from us will be 

listed in TSDR. You can click on it and you can see what it is. This person has a notice of abandonment, but 

if we had sent you a letter like this, with the office actions and things like that, you would see it. If you have 

something like that “Notice of Cancellation, you owe us 5000 Euros” and if you have that in your hand and 

go through the TSDR, and you see your trademark documents and you don't see that, ignore it because it did 

not come from us. Anything you need to pay or send to us, there will be something which will tell you that. 

That's what I would recommend and the safest way to make sure you are not getting scammed. Use TSDR to 

see what's in your actual application. 

 

Jay Lyman: That is super helpful. Go to the source. 

 

Jason Lott: Exactly, exactly.  

 

Jay Lyman: Thank you. Another question, if we have time -- we still have time? 

 

Jason Lott: I will stay as long as you long as you need. 
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Jay Lyman: This has to do with a specimen, submitting a specimen. Would a screenshot of a website be an 

appropriate specimen for trademarking a company name? 

 

Jason Lott: The lawyerly answer is that it depends. It depends on what the particular goods and services are. 

Let me see what I have with various things and I can show you stuff that we may have used in the past for 

stuff that we've created. Give me one second and I will see what I can find for you. I always think examples 

are typically the most helpful. 

 

So, let's say that you are doing goods and services -- let's say that you are a T-shirt silk-screening company, 

okay? In that case, a website might be good for you. You could have a screenshot of your website, because 

let's say your mark is T. Markey and you are doing custom printing of T-shirts. You can include a screenshot 

of your website and you could say my mark is T. Markey. We see the mark and we see it in relation to 

services you provide. If I'm the examining attorney and I see what they are doing, you would obviously 

include your URL and you would include the date that you access or print or screenshot this thing. You 

would include that in the application, if you are doing a screenshot of a website. If you provide a service, a 

screenshot of a website is often a great thing to include because oftentimes people advertise their services 

online through the website and that is easier. 

 

It's different when you talk about goods because for goods, you often want to show that specimen not in 

terms of how you advertise your goods, but how the mark is used on the goods themselves. Let's say that you 

had a t-shirt, T. Markey, and you want to provide a good specimen for this appearing on your t-shirts. This 

would be good, but this is something we created, do not do this. We do the ultra-specimen, and it is not 

acceptable. Do not mockup or Photoshop. Actually photograph the thing on the thing. As you can see, the 

logo appears in a traditional neat and discreet trademark location in the left breast pocket area and that will 

be acceptable use of a trademark on goods themselves. 

 

If you are doing T-shirts, we will take a peek at this example. So, this is, obviously, another mocked up 

thing. Please do not use a mockup and I will repeat that until I'm blue in the face. Not a mockup. So, let’s say 

that you didn't have your mark on a hangtag or label of a T-shirt, but you have a screenshot of the website 

where you provide your T-shirts. It might be acceptable, a screenshot might be acceptable, in certain 

conditions, with three conditions. So, the screenshot has to include the mark, T. Markey. It has to be seen in 

relationship to the goods, so either a picture or textural description of the goods. In this case, we see T. 

Markey in relation to your T-shirts. We've got T. Markey and we have a picture or description of the goods 

and it has what is known as an inducement to sale or a “buy” button or an “add to cart” or something along 

that line that allows you to purchase the goods directly from the website. It has to have those three elements: 

mark, picture or description, and ability to purchase.  Those are the three things you have to have. In that 
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case, a screenshot could be acceptable use as a specimen for goods. But it has to hit those standards. This is 

what is known as an electronic point-of-sale display. If you want to get technical, that is what it means and 

like anything when you include a screenshot, include that URL and the date that you screenshot or printed or 

captured it or something along those lines. The URL and the date of capture, you have to have to include 

them or you will get an office action from the examining attorney: “Please just provide your URL.” So, make 

sure you’re including that in your response or in the application, itself. Is that helpful? 

 

Jay Lyman: It explains it for me, hopefully it explains it for the question-asker. Put it in the chat or the 

Q&A if you still have questions on that. 

  

Jason Lott: A screenshot can get tricky, and it depends whether you have goods or services, and which 

ones, and one thing I will also say is you are not limited to including one specimen in your application. You 

can put as many as you want.  If you want to put in five, great. When I was an examining attorney, I loved it 

when people put in multiple specimens because the first one might not be right but the second, third, and 

fourth might be perfect. You only need one to be a good one. Why not include several? If you are thinking it 

might work, but not sure, just take pictures. Here is the mark on the hangtag, and here it is on this. Take 

pictures and provide examples of how you actually are using the mark. All you need is one and that will 

make life easier for your examining attorney and your application can move more quickly through the 

process because they don't have to send you a letter and stuff like that. 

 

What else you got?  

 

James Lyman: One clarification on the colors and the black and white thing. Is it true that if we submit a 

black and white trademark application, does that then cover all the color variations? Is that correct?  

 

Jason Lott: If you submit a drawing in black-and-white and you are not claiming any color, then, 

technically, the registration would be for that mark in whatever colors you want. In this case, let's say that T. 

Markey was our mark, and you submitted the drawing in black-and-white, then your specimen does not have 

to be in black-and-white. It can be in color and is totally fine. If you put it on your T-shirt to be in different 

colors, totally fine. A black and white drawing gives a broad scope of protection over the life of the 

trademark. Often times, but again, not legal advice, in my experience, a lot of times, small business owners 

who don't have a lot of money to spend on trademarks will choose the standard character mark with broad 

protection for the wording, but if the design is important, doing it in black and white gives broader flexibility 

over the life of the trademark. Again, not legal advice. 

 

 



 23 

Jay Lyman: Awesome. One question about the trademark searching, we are going through and do our 

search. Is it correct that the oldest are at the top, how do we sort that by date? 

 

Jason Lott: The newest ones are going to be first in the list. We will do Jay, and this will get us all sorts of 

stuff with Jay in it. This one is October 23. This just came in a couple of days ago.  Let's see if we can go to 

this, we will see where this one is. This one came in January of this year. If you want to go all the way to the 

end, you can. Those will be the oldest ones that are in there.  That's how they are organized. 

 

Jay Lyman: So, it's already organized by date and you would just go to the end.  

 

Jason Lott: Yeah, honestly, it's probably not organized by date, it's organized by serial number but that is 

based upon when you file. The most recent will give the highest serial number and that is how it will come 

in. 

 

Jay Lyman: Okay. That is awesome. Thank you. You can help when I start that coffee shop, you know? 

 

Jason Lott: I was only really talking about searching for the marks themselves, but TESS allows you to 

search by these different fields. If you wanted to look for things owned by a particular company or if you 

wanted to see what all Coca-Cola would own, technically, you would search for Coca-Cola and click on 

owner name and address and let’s see. Wow. Coke, apparently, has over 2000 filings over the years. This is 

the most recent one, and you can see they have Sprite, Fanta -- probably for different things, not just the 

drink. Sprite used for these diecast metal toy vehicles and used as a mark on clothing. Check this out. This is 

your standard character mark. Coca-Cola has enough money where they've decided to register or apply, 

anyway, to register different versions of the Sprite mark. It's just the standard character alone and here, 

they've done it in the stylized or composite mark. They've written it this way with the design around it.  If 

you have a lot of money to put to your intellectual property portfolio, and hopefully you would be there at 

some point, you would do that, when your trademarks are worth hundreds of billions of dollars, you can do 

that as well and try to register various versions of the trademark. 

 

You can search that way and come up with companies to see what they have registered or even stuff that has 

gone away. Even almond milk is now a dead application, didn’t go all the way through.  So, that is another 

thing you can check and you also, in the structured freeform, you can pull down these different fields and 

this is where we can search by design code. If you wanted to search for a description or look for things that 

include a configuration, you would be looking for this. This is marks described as three-dimensional 

configuration. You could look and see, what are these things? In this case, Wolf Electric applied to register a 

three-dimensional configuration of this oven ventilator hood. Or, this container, these various containers. 

Various colors. You can do this sort of thing, especially if you want to dork out on trademarks, which I 
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highly recommend, you can just kind of go through and see what these various things are. This person has 

tried to apply to register the three-dimensional configuration of the cylindrical shaped bottle. When you 

would see this bottle, you would know it know it was theirs.  Those are some different things you can do in 

TESS. Cool. Anything else? 

 

Jay Lyman: Here is a question. We might need clarification from this person if you don't get it. But they 

want to know how to search by law firm and not by an attorney of record? 

 

Jason Lott: Okay. So, “at” means attorney of record -- that's what you didn't want, am I correct? I don't 

know if there is a way to search for the law firm. You might only be able to search by attorney of record. 

 

 Jay Lyman: Okay. 

 

Jason Lott: That is not something I have ever done or ever heard of it happening. Not saying you wouldn't 

have a legitimate reason, it's just not something I've ever done before. I think you can only do by attorney of 

record. 

 

Jay Lyman: Okay. Someone is asking about international aspects and the person wonders if you would say 

something about the Madrid system and that sort of thing. 

 

 Jason Lott: The Madrid system is more complex; it is called the Madrid Protocol. It is a treaty which means 

that a bunch of different countries, over 122, I forget -- a lot of countries came together and said, okay, we 

are going to agree that if you have a registered trademark in your country and you want to extend protection 

for your trademark into another country, we will set up a system that allows you to do it and it is the Madrid 

system, an extension of protections system. If you've registered a trademark in the US and will be operating 

in Canada and you want to get Canadian trademark registration, you could file with a Madrid application in 

order to extend protection. It goes through the International Bureau of the World Intellectual Property 

Organization. It's known as WIPO and they create this trademark application container. Then, you can say, 

I've got this created and I will now extend protection into Canada and into Mexico and Switzerland and into 

Zimbabwe and into Korea. Whatever -- all the countries -- there are so many. Whatever countries they are, 

you want to extend protection into that we have agreements with. You could do that. The thing is, it's not that 

you automatically get protection in all of those countries. What you are doing is creating a national 

application in each of those countries with filing fees for all of this stuff. You are going to create a Canadian 

trademark registration application, one for Mexico, one for Switzerland, one for South Korea or whatever it 

is. That is how it works and then, it would work through this system in each of those countries.  And the 

opposite is true, if you register in those countries and want to extend into the US, you would file and then we 

would receive your Madrid application and it would be examined and the USPTO would say yes or no, 
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whether you can extend protection into the United States. So that is kind of the breakdown of how the 

Madrid system works, on a very high level. 

 

Jay Lyman: Cool, kind of streamlining the process so you don't have to reinvent the wheel every time you 

add a country? 

 

Jason Lott: That's right. Since you've already created this container with the International Bureau, then you 

can add this or add this, as your company grows and you continue to expand. 

 

Jay Lyman: Cool. Well, we are getting to the end of our time. I'm hearing two people at least that are 

inspired by this. One person is asking, how can I attend more online classes from Jason? And the other 

question that is good, is how does one get a job at the USPTO? 

 

Jason Lott: Well, first things first with regard to other classes. We are working on creating some additional 

presentations and we are in the early stages. If we do, it's all getting pushed out through our regional offices. 

So, Ken, on this call, through the Silicon Valley regional office, will have additional content offered and you 

can learn about it through the Silicon Valley regional office, if not through headquarters. There is more on 

the way, nothing right now, but something we are absolutely working on, to talk about more of the issues, in 

addition to more stuff about the registration process itself. We want to make sure you have as much 

information as we can. 

 

With regard to getting a job at the US Patent and Trademark Office, I believe that we have some positions 

that we are actually hiring. The way to do it is to go to usajobs.gov and let's see what happens when we type 

in trademark. Maybe you could apply to become the deputy commissioner for trademark operations? Patent 

attorney, attorney adviser trademark, this is going to be -- especially for folks that may be law students or 

working in the clinic -- this is where you would go. Other people may happen to be trademark attorneys and 

you can fill out an application through usajobs.gov.  This is what you would do, starting off at GS 11 and 

eventually you would move your way up. That is how you would apply, at usajobs.gov. 

 

I was lucky I went to law school a couple of hours away from DC, and in my third year of law school, I got 

an internship at the trademark office and I would go every Friday. I was doing whatever they needed me to 

do and it was in the Assistant Commissioner's office and working for the trademark examining attorneys and 

helping them gather evidence. That gave me a great insight into how things operate at the USPTO and got 

me excited about it. Trademarks really excited me in law school. So, I was lucky enough to apply and get a 

job as an examining attorney right after I graduated. So, I first got hired in 2000 and I've done various things 

over the years. But it has always been a great place to work. The people at the USPTO are really great folks. 

I always like to think that we are doing a service. The joke is that I'm from the government and I'm here to 
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help. But it's actually true. All of us really do want to help. We want you to be able to register your 

trademark.  Any way that we can, we are happy to try to help folks to get that registration. That is our 

mission, to help register trademarks. If you are interested in working for the office, go through usajobs.gov. 

 

Jay Lyman: Excellent. Well, I think that is awesome and I hope that it is inspiring to others, as well. I guess 

we are running short on time and I want to start to wrap up.  There is one question I can answer in the chat. 

We've been recording and we will be sharing this recording. It will take us a little while to get that processed 

and up on the website. Please be patient while we do that, but we will be doing that, and it will be out on the 

website and we will share it share it with everyone. So, thank you, Jason, and thank you, Professor Fan. I 

want to let Professor Fan have a chance to share, or talk to you, and thanks all for being here. 

 

Jennifer Fan: Thank you so much, Jason. That was an excellent presentation and thank you, Jay, for 

partnering with us to bring the educational series to the public. It's been great working with you, and I want 

to extend a thank you also to the regional outreach officer, Ken Takeda, who got Jason for us and thank you 

to Amanda for the technical support for the event, we really appreciate it. 

 

Earlier, Jason mentioned that if you need help looking for counsel, you can definitely try to apply for the 

Entrepreneurial Law Clinic. We do things a little bit differently and we won't just draft your trademark 

application, but what we will do is go through this search process that Jason talked about for those that might 

need help with this. You explained it so well, but it is pretty complicated. The students will take the 

opportunity to do the search and then tell you how many classes you would need to register in and how much 

it would cost you, ultimately. As Jason mentioned earlier, it is a business decision, at the end of the day, as to 

whether you want to file your mark at a particular time and it depends on what your finances are and what 

your priorities are, at that time. Once we do that process, then because we are part of the USPTO law school 

clinic certification program in trademarks, we are able to file the application on your behalf, if it makes sense 

to do so in a subsequent quarter. 

 

With that, thank you again, so much, for being with us today. We look forward to having you in more of 

these educational programs that The Seattle Public Library is putting on. So, thank you again, Jay, we really 

appreciate it, and thank you to the USPTO. 

 

Jason Lott: Thanks for the invitation, this is always fun, I love doing it. Folks might be getting a survey 

afterwards. It should be pretty quick, only a minute or so, but it helps us identify anything we can do better 

and any other topics we could cover in other presentations, so be on the lookout for that as well. 

 


